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Objectives

The objectives of this Chapter are to:

(0) facilitate the production and
commercialization of innovative and creative
productsbetween the Parties; and

(o) achieve an adequate and effective level
of protection and enforcement of intellectual
property rights

Nature and Scope of Obligations

1. The Parties shall ensure an adequate and
effective implementation of the international
freaties dealing with intellectual property to
which they are parties including the WTO
Agreement on Trade-related Aspects of
Intellectual Property (hereinafter call TRIPS
Agreement). The provisions of this chapter
shall complement and further specify the
rights and obligations between the Parties
under the TRIPS Agreement and other
intfernational treaties in the field of intellectudl
property.

2. For the purpose of this Agreement,
intellectual property rights embody copyright,
including copyright in computer programs
and in databases, sui generis rights for

non original databases, and neighlbouring rights,
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rights related to patents, trademarks,

frade names insofar as these are protected
as exclusive property rights in the domestic
law concerned, designs, loyout-designs
(topographies) of integrated circuits, geo-
graphical indications, including designations
of origin, indications of source, plant varieties,
protection of undisclosed information and
the protection against unfair competition

as referred to in Arficle 10bis of the Paris
Convention for the Protection of Industrial
Property (Stockholm Act 1967).

Arficle 3

Transfer of Technology

1. The Parties agree fo exchange views

and information on their domestic and
intfernational practices and policies affecting
transfer of tfechnology. This shall in particulor
include measures to facilitate information
flows, business partnerships, licensing and
subcontracting deals on a voluntary basis.
Particular aftention shall be paid to the
conditions necessary to create an adeguate
enabling environment for technology transfer
in the host countries, including issues

such as the relevant legal framework and
development of human capital,

2. The Parties shall ensure that the legitimate
interests of the intellectual property right
holders are protected.
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‘Article 9
Patents

Article 9.1 — International Agreement
The Parties shall comply with

a) Article 1 through 52 of the Patent Co-
operation Treaty (Washington, 1970, last
modified in 2001);

b) Article 1 through 18 of the Patent Law
Treaty (Geneva, 2000);

c) Article 2 through 9 of the Budaopest
Treaty on the International Recognition of
the Deposit of Micro-organisms for the
Purposes of Patent Procedure (1977,
amended in 1980).

Article 9.2 — Patents and Public Health

1. The Parties recognize the importance of
the Doha Declaration on the TRIPS Agree-
ment and Public Health adopted on 14
November 2001 by the Ministerial Conference
of the World Trade Organization. In inter-
preting and implementing the rights and
obligations under this Arficle the Parties shall
ensure consistency with this Declaration.

2. The Parties shall contribute to imple-
mentation and respect the Decision of the
WTO General Council of 30 August 2003
on Paragraph 6 of the Doha Declaration

on the TRIPS Agreement and Public Health,
as well as the Protocol amending the TRIPS
Agreement, done at Geneva on 6 December
2005. Nothing in this Agreement shall be
construed as fo impair the capacity of the
Parties to promote access to medicines.
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Article 9.3 — Supplementary Protection
Certificates

1. The Parties recognize that medicinal and
plant protection products protected by a
patent on their respective territory may be
subject to an administrative authorization

procedure before being put on their market.

They recognize that the period that elapses
between the filing of the application for a
patent and the first authorization to place
the product on their respective markets,

as defined for that purpose by the relevant
legislation, may shorten the period of
effective profection under the patent.

2. The Parties shall provide for extension
of the duration of the rights conferred by
the patent protection for a period that will
be equal to the period referred to in para-
graph1 second senfence above, reduced
by a period of five years.

3. Notwithstanding paragraph 2 and the
extension for paediatric use for pharma-
ceutical products, the duration of the
certificate may not exceed five years.

Protection of Data Submitted

to Obtain a Marketing Authorisation

1. The Parties will implement a compre-
hensive system to guarantee the
confidentiality, undisclosed and non-reliance
of dafa submitted for registration purpose
of medicinal products.
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2. The Parties will enact and implement
legislation ensuring that any information
submitted to obtain marketing approval, i.e
registrafion, of pharmaceutical products

will remain undisclosed to third partfies and
benefit from a period of [..] years of
protection against unfair commercial use
starfing from the datfe of grant of marketing
approval in the Parties, i.e. that during this
period of profection, Nno person or entity
(oublic or private), other than the person or
entity who submitted such undisclosed data,
will without the explicit consent of the person
or entfity who submitted this data, rely directly
or indirectly on such data in support of an
application for medicinal product approval/
registration.

3. During this [..]-year period, any subsequent
application for marketing approval or
registration would not be granted, unless the
subsequent applicant submitted his/her own
data (or data used with authorization of the
right holder) meeting the same requirements
as the first applicant. Products registered
without submission of such data would be
removed from the market until the
requirements were met.

4. In addition, the [..]-year period referred
shall be extended to a maximum of [..] years
if, during the first [...] years after obtaining
the registration in the Parties, the registration
holder obtains an authorization for one or
more new therapeutic indications which are
considered of significant clinical benefit in
comparison with easting therapies.
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Article 11

Plant Varieties

The Parties shall co-operate to promote
and reinforce the protection of plant
varieties based on the International
Convention for the Protection of New
Varieties of Plants (UPOV) as revised

on March 18, 1991, including the opfional
exception to the breeder’s right as referred
to in Article 15(2) of the said Convention.

Sub-Section 3
Enforcement of Intellectual Property Rights

Article 13
General Obligations

1. Both Parties reaffirm their commitments
under the TRIPS Agreement and in
particular of its Part I, and shall provide
for the following complementary measures,
procedures and remedies necessary to
ensure the enforcement of the intellectual
property rights*. Those measures,
procedures and remedies shall be fair and
equitable, and shall not be unnecessarily
complicated or costly, or entall unreasonable
fime-limits or unwarranted delays.
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2. Those measures and remedies shall also
be effective, proportionate and dissuasive
and shall be applied in such a manner as
to avoid the creation of barriers to legitimate
trade and to provide for safeguards against
their abuse.

Article 14
Entitled Applicants

1. The Parties shall recognize as persons

entitled fo seek application of the measures,
procedures and remedies referred fo in this
section and in Part Il of the TRIPS Agreement:

a) the holders of intellectual property
rights in accordance with the provisions
of the applicable law,

o) all other persons authorized to use
those rights, in parficular licensees,
in so far as permitted by and in
accordance with the provisions of the
applicable law,

C) professional defence bodies which
are regularly recognized as having
a right 1o represent holders of infellectudl
property rights, in so far as permitted
by and in accordance with the provisions
of the applicable law.

2. The Parties may recognise as persons
entitles to seek application of the measures,
procedures ad remedies referred to in this
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section and in Part Il of the TRIPS Agreement,

intfellectual property collective rights manage-

ment bodies which are regularly recognised
as having a right fo represent holders of
intfellectual property rights, in so far as
permitted by and in accordance with the
provisions of the applicable law.

Article 15

Evidence

The Parties shall take such measures as
are necessary, in the case of an infringe-
ment of an intellectual property right
committed on a commercial scale to
enable the competent judicial authorifies
to order, where appropriate and following
an application, the communication of
banking, financial or commercial documents
under the control of the opposing entity,
subject to the protection of confidential
information.

Arficle 16

Measures for Preserving Evidence

The Parties shall ensure that, even before
the commencement of proceedings on the
merits of the case, the competent judicial
aufhorities may, on application by an enfity
who has presented reasonably available
to support his claims that his intellectual
property right has been infringed or is
about to be infringed, order prompt and
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effective provisional measures to preserve
relevant evidence in respect of the alleged
infringement, subject to the protection of
confidential information. Such measures
may include the detailed description,

with or without the taking of samples, or

the physical seizure of the infringing goods,
and, in appropriate cases, the materials
and implements used in the production
and/or distrioution of these goods and the
documents relating thereto. Those measures
shall be taken, if necessary without the other
party being heard, in parficular where any
delay is likely to cause irreparable harm to
the right holder or where there is a demon-
sfrable risk of evidence being destroyed.

Article 17
Right of Information

1. The Parties shall ensure that, in the context
of proceedings concerning an infringement
of an intellectual property right and in response
to a justified and proportionate request of
the claimant, the competent judicial authorities
may order that information on the origin and
distribution networks of the goods or services
which infringe an intellectual property right
be provided by the infringer and/or any
ofher person who,

a) was found in possession of the infring-
ing goods on a commercial scale;
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b) was found to be using the infringing

services on a commercial scale;

c) was found to be providing on a
commercial scale services used in
infringing activities; or

d) was indicated by the person referred
to in point (a), (o) or (c) as being involved
in the production, manufacture or
distribution of the goods or the provision
of the services.

2. The information refereed to in paragraph 1
shall, as appropriate, comprise:

a) the names and addresses of the
producers, manufactures, distrioutors,
suppliers and other previous holders of
the goods or services, as well as he
infended wholesalers and retailers;

b) information on the quantities produced,
manufactured, delivered, received or
ordered, as well as the price obtained
for the goods or services in question.

3. Paragraphs 1 and 2 shall apply without
prejudice to other statutory provisions which;

a) grant the right holder rights to receive
fuller information;

b) govern the use in civil or criminal proceed-
ings of the information communicated
pursuant fo this Arficle;

d) afford an opportunity for refusing fo
proved information which would force the
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person referred to in paragraph 1 1o
admit to his own participation or that
of his close relatives in an infringement
of an intellectual property right; or

e) govern the protection of confidentiality
of information sources or the processing
of personal data.

Article 18
Provisional and Precautionary Measures

1. The parties shall ensure that the judicial
authorities may, at the request of the
applicant issue an interlocutory injunction
infended to prevent any imminent infringe-
ment of an intellectual property right, or

to forbid, on a provisional basis and subject,

where appropriate, fo a recurring penalty
payment where provided for by domestic
law, the confinuation of the alleged infringe-
ments of that right, or fo make such
confinuation subject to the lodging of the
guarantees infended fo ensure the
compensation of the right holder. An inter-
locutory injunction may also be issued,
under the same conditions, against an
infermediary whose services are being
used by a third party to infringe an intellec-
tual property right.

2. An inferlocutory injunction may also be
issued fo order the seizure or delivery up
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of the goods suspected of infringing an
infellectual property right so as to prevent
their entry into or movement within the
channels of commerce.

3. In the case of an infringement committed
on a commercial scale, the Parties shall
ensure that, if the applicant demonstrates
circumstances likely to endanger the
recovery of damages, the judicial authorities
may order the precautionary seizure of the
movable and immovable property of the
alleged infringer, including the blocking of
his/her bank accounts and other assets.
To that end, the competent authorities
may order the communication of bank,
financial or commercial documents, or
appropriate access fo the relevant information.

Corrective Measures

1. The Parties shal ensure that the competent
Jjudicial authorities may order, at the request
of the applicant and without prejudice o
any damages due fo the right holder by
reason of the infringement, and without
compensation of any sort, the recall,
definitive removal from the channels of
commerce or destfruction of goods that
they have found to be infringing an intel-
lectual property right. If appropriate, the
competent judicial authorities may also order
destruction of materials and implements
principally used in the creation or manu-
facture of those goods.
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2. The judicial authorities shall order that
those measures shall be carried outf at the
expense of the infringer, unless particular
reasons are invoked for not doing so.

Damages
1. The Parties shall ensure that when the
Jjudicial authorities sef the damages:

a) they shall take into account all
appropriate aspects, such as the
negative economic consequences,
including lost profits, which the injured
party has suffered, any unfair profits
made by fthe infringer and, in
appropriate cases, elements other than
economic factors, such as the moral
prejudice caused to the right holder
by the infringement; or

as an alternative 1o (a), they may, in
appropriate cases, set the damages
as a lump sum on the basis of elements
such as af least the amount of royalties
or fees which would have been due if
the infringer had requested authorization
fo use fthe infellectual property right in
question.
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2. Where the infringer did not knowingly, or
with reasonable grounds to know, engage in
infringing activity, the Parties may lay down
that the judicial authorities may order the
recovery of profits or the payment of damages
which may be pre-established.

Article 23
Legal Costs

The Parties shall ensure that reasonable and
proportionate legal costs and other expenses
incurred by the successful party shall as a
general rule be borne by the unsuccessful
parfy, unless equity does not allow this.

Border Measures

1. The Parties shall, unless otherwise provided
for in this section, adopt procedure85 fo
enable a right holder, who has valid grounds
for suspecting that the importation, exportation,
re-exportation, enfry or exit of the customs
territory, plocement under a suspensive
procedure or placement under a free zone
or a free warehouse of goods infringing an
intellectual property righT”6 may take place,
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10 lodge an application in writing with competent
authorities, administrative or judicial, for the
suspension by the customs authorities of
the release into free circulation or the retain
of such goods,

2. Any rights or duties established in Section 4
of the TRIPS Agreement concerning the
importer shall be also applicable to the
exporter or to the holder of the goods.

Codes of Conduct and Forensic Co-operation

1. Parties shall encourage:
(@) the development by trade or professional
associations or organizations of codes

of conduct aimed at confributing towards

fhe enforcement of intellectual property
rights, particularly by recommending
the use on opftical discs of a code
enabling the identification of the origin
of their manufacture;

(o) the submission to the competent
authorities of the Parties of draft codes
of conduct and of any evaluations of
the application of these codes of conduct
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2. Parties shall co-operate in order to identify
forensically ilegal optical discs which are
produced by plants located in the ASEAN.
The competent authorities shall collect and
sfore samples for each production line in
a database to which frade or professional
associations or organizations shall have
access, under the conditions defined by
domestic law, to compare samples found
on the market. In exchange, these
associations or organizations may use,

at the request of the competfent authority,
their infernational sample database to help
that competent authority determine the
source of the illegal product that it has
reason to believe was produced outside
the ASEAN.

Co-operation

1. The Parties agree to co-operate with a
view fo supporting implementation of the
commitments and obligations undertaken
under this Chapter.

2. Subject to the provisions of Article [X,
horizontal art. on assistance/co-operation
issues] of this Agreement, areas of co-
operation include, but are not limited to,
the following activities:

(0) exchange of information on the legal
framework concerning intellectual
property rights and relevant rules of
protection and enforcement; exchange
of experiences on legislative progress;
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(b) exchange of experiences on enforce-
ment of intellectual property rights;

(c) exchange of experiences on cenfral
and sub-central enforcement by
customs, police, administrative and
Jjudiciary bodies; co-ordination to
prevent exports of counterfeit goods,
including with other countries;

(d) capacity-building; exchange and
training of personnel;

(e) promotion and dissemination of information
on intellectual property rights in, inter
alia, business circles and civil society;
public awareness of consumers and
right holders;

(f) enhancement of institutional co-operation,
for example between infelectual property
offices.

3. [Possible inclusion of a Diclogue mechanism
fo be launched at the request of one of
the Parties].
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1. ADTINUNAIWODACHIZANISANASONBHH-0OAIUSIAH- HOBIAHG

(i) intellectual property rights which
are recognised pursuant to the laws
and regulations of each Party and
goodwill;
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2. AIHANAIWODadIwANIsAIASIne - Su

(i) intellectual property rights, includ-
ing rights with respect to copyrights,
patents and utility models, industrial
designs, trademarks and service
marks, geographical indications, layout
designs of infegrated circuits, trade
names, trade secrets, technical
processes, know-how and goodwil;
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3. ADIHANAIWODaAIIanIsAlASIng-rEUl W

(i) the following assets owned by a
direct investment enterprise or its
direct investor, arising out of fransac-
fions between the direct investor and
the direct investment enferprise:
(BB) intellectual property rights as
recognized by the laws and regula-
tions of the Party in whose Area the
investment is made;
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"The impact of having IP [intellectual property] included in the definition of investment
is that it could potentially subject IP to the general guarantees afforded to investors
under the BIT [Bilateral Investment Treaty]...[and] could provide a legal basis to foreign
investors for a cause of action against the host country for failing to protect their P.r®
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& An indication of the likelihood that such claims will be made is evidenced by statements made by Merck at the time when a

compulsory license was issued by Brazil in May 2007 to make or import a generic version of the patented anti-retroviral, Efavirenz.
Merck the patentee issued a statement focusing on foreign investment and characterizing the Brazilian government’'s move as an
expropriation of its intellectual property. See: http://www.drugs.com/news/merck-amp-co-inc-statementbrazilian-government-s

-decision-issue-compulsory-license-stocrin-6088.html
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See: http://www.unctad.org/en/docs/webiteiia20071_en.pdf
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